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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims^-afrare rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Matsuo et al (US Patent 5,480,509). 

Regarding claim 36 , Matsuo discloses a laminating apparatus. As shown in Figs. 
1 and 2a-c, the apparatus comprises a frame having an outer shell including lower outer 
shell R3 and an upper outer shell Ramovably connected to the lower shell portion for 
movement between an open position (see Figs. 2a-c) and a closed position (see Fig. 1). 
The apparatus includes a pair of cooperating structures 10a and 10b located within the 
outer shell and positioned adjacent one another in a cooperating pressure applying 
relationship to apply pressure to materials fed therethrough. Upper pressure roller 10a 
is connected to the upper outer shell R1 such that (a) movement of the upper shell to 
the open position moves the upper pressure applying structure apart from the lower one 
to facilitate positioning of feed materials 6a and 6b between the cooperating structures 
and (b) movement of the upper outer shell portion to the closed position positions the 
upper cooperating structure 10a adjacent the lower cooperating structure 10b in the 
cooperating pressure applying relationship. Frames R1 and R3 and constructed to 
receive and mount supply rolls 5a and 5b of first and second feed materials 6a and 6b. 
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Matsuo does not explicitly disclose manually engaging the upper outer shell 
portion directly and lifting the upper outer shell portion upwardly to the open position 
thereof as claimed by the applicant. However, it is the examienr's position that the 
apparatus of Matsuo is inherently capable of manual movement to lift the upper outer 
shell portion to the open position in the manner claimed by the applicant. 

• Regarding claim 37 . upper and lower shell portions R1 and R3 are pivotally 
connected to each other at support shaft 2. See col. 4, lines 46-51. 

Regarding claim 38 . outer shell portions R1 and R3 are shown with upper and 
lower side walls (see upper and lower frame members la and lb in Figs. 14a and 16) 
pivotally connected at support shaft 2. 

Regarding claim 39 . the side walls shown in Fig. 13 appear to be parallel to each 

other. 

Regarding claim 40 . feed tray or platform 21 is mounted between the lower side 
wall portions for supporting and guiding materials between the cooperating structures. 

Regarding claims 41 and 42 . cooperating pressure applying structures 10a and 
10 comprise rotatable nip rollers. 

Regarding claim 43 . upper and lower shell portions R1 and R3 are pivotally 
connected to each other at support shaft 2 for relating movement. See col. 4, lines 46- 
51. 

Regarding claim 44 . outer shell portions R1 and R3 are shown with upper and 
lower side walls (see upper and lower frame members la and 1b in Figs. 14a and 16) 
pivotally connected at support shaft 2. 
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Regarding claim 45 . the side walls shown in Fig. 13 appear to be parallel to each 

other. 

Regarding claim 46 . feed tray or platform 21 is mounted between the lower side 
wall portions for supporting and guiding materials between the cooperating structures. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 47-48 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Matsuo et al (US Patent 
5,480,509). 

Regarding claims 47-48 . Matsuo does not expressly disclose manually engaging 
the upper frame of the Figs. 11-12 embodiment or the Figs. 17-18 prior art apparatus 
and lifting the upper frame to an opened position as required by the here claimed 
method. Significantly, Appellants' Specification also does not expressly disclose the 
manually engaging step of claim 47, and the May 16, 2001 Amendment of claim 47 
which added this step does not assert that the Specification contains such express 
disclosure. Apparently, notwithstanding the lack of express disclosure, Appellants 
believe that an artisan would appreciate the upper outer shell portion is moved to an 
opened position by manual engagement, and likewise it seems appropriate to find that 
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an artisan would appreciate the upper frame of Matsuo's Figs. 1 1-12 and 17-18 is 
moveable to an opened position by manual engagement notwithstanding the lack of 
express disclosure. This finding is supported by the fact that Matsuo (like Appellants) 
does not disclose any non-manual mechanism for moving the upper frame to an opened 
position. For these reasons, as well as the reasons discussed previously with respect to 
claim 36, it appears that the Figs. 11-12 and 1 7-1 8 disclosures of Matsuo anticipatorily 
satisfy the limitations of method claims 47-48. 

Alternatively, it appears that claims 47-48 are unpatentable under 35 U.S.C. § 
103(a) over the aforementioned disclosures of Matsuo. Although Matsuo (like 
Appellants) does not expressly disclose opening the upper frame by manual 
engagement, Matsuo discloses manual operations for other aspects of Figs. 11-12 (col. 
11, 11.47-54) and Figs. 17-18 (col. 2, 11.31-36). These disclosures of manual 
operations create an inference that the upper frame of Figs. 1 1-12 or Figs. 17-18 is 
moved to an opened position by manual engagement, and this inference is reinforced 
by the previously mentioned fact that the Matsuo reference contains no disclosure of a 
non-manual mechanism for moving the upper frame to an opened position. In this 
regard, we point out that an analysis under § 103 need not seek out precise teachings 
directed to the specific subject matter of the challenged claim, for it is appropriate to 
take account of the inferences and creative steps that a person of ordinary skill in the art 
would employ. KSR Intl Co, v, Teleflex, Inc., 127 S.Ct. 1727, 1741, 82 USPQ2d 1385, 
1396 (Fed. Cir. 2007). Accordingly, in light of the inferences derived from Matsuo, it 
appears that one with ordinary skill in this art would have found it obvious to move the 
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upper frame of Figs. 11-12 or Figs. 17-18 to the opened position by manual 


engagement as required by method claim 47. 


Telephone/Fax 


5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Sells whose telephone number is 571-272-1237. 
The examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Philip Tucker can be reached on 571-272-1095. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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